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1 . Applicant should note the changes to patent practice and procedure: 

A) effective December 01, 1997 as published in the Federal Register, Vol 62, 

No. 197, Friday October 10, 1997; and 

B) effective November 07, 2000 as published in the Federal Register, Vol 65, 

No. 54603, September 08, 2000. 

2. Applicant has not complied with one or more conditions for receiving the benefit of an 
earlier filing date under 35 U.S.C. § 120/1 19(e) as follows: 

A) The second application (which is called a continuing application) must be an 
application for a patent for an invention which is also disclosed in the first application 
(the parent or provisional application); the disclosure of the invention in the parent 
application and in the continuing application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. § 112. See In re Ahlbrecht, 168 

USPQ 293 (CCPA 1971). 

B) This application is claiming the benefit of a prior filed nonprovisional 
application under 35 U.S.C. § 120, § 121, or § 365(c). Copendency between the 
current application and the prior application is required. 

C) An application in which the benefits of an earlier application are desired must 
contain a specific reference to the prior application(s) in the first sentence of the 
specification or in an application data sheet (37 CFR § 1.78(a)(2) and (a)(5)). 

2.1 If applicant desires priority under 35 U.S.C. § 120/119(e) based upon a previously filed 
copending application, specific reference to the earlier filed application must be made in the 
instant application. This should appear as the first sentence of the specification following the 
title, preferably as a separate paragraph. The status of nonprovisional parent applications) 
(whether patented or abandoned) should also be included. If a parent application has become a 

patent, the expression "now Patent No. " should follow the filing date of the parent 

application. If a parent application has become abandoned, the expression "now abandoned" 
should follow the filing date of the parent application. 

2.2 If the application is a utility or plant application filed on or after November 29, 2000, 
any claim for priority must be made during the pendency of the application and within the later 
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of four months from the actual filing date of the application or sixteen months from the filing 
date of the prior application. See 37 CFR § 1.78(a)(2) and (a)(5). This time period is not 
extendable and a failure to submit the reference required by 35 U.S.C. 119(e) and/or 120, 
where applicable, within this time period is considered a waiver of any benefit of such prior 
application(s) under 35 U.S.C. § 119(e), § 120, § 121 and § 365(c). A priority claim filed 
after the required time period may be accepted if it is accompanied by a grantable petition to 
accept an unintentionally delayed claim for priority under 35 U.S.C. § 119(e), § 120, § 121 
and § 365(c). The petition must be accompanied by (1) a surcharge under 37 CFR § L17(t), 
and (2) a statement that the entire delay between the date the claim was due under 37 CFR § 
1.78(a)(2) or (a)(5) and the date the claim was filed was unintentional. The Commissioner may 
require additional information where there is a question whether the delay was unintentional. 
The petition should be directed to the Office of Petitions, Box DAC, Assistant Commissioner 
for Patents, Washington, DC 20231. 

3. The oath or declaration is defective. A new oath or declaration in compliance with 37 
C.F.R. § 1.67(a) identifying this application by its Serial Number and filing date is required. 
See M.P.E.P. §§ 602.01 and 602.02. 

3.1 The oath or declaration is defective because: 

A) applicant is claiming the benefit of an earlier effective filing date under 35 
U.S.C. § 120 and/or 35 U.S.C. § 365(c), however this claim fails to identify the 
application number of the document for which applicant is claiming this benefit. 

4. The disclosure is objected to because of the following informalities: 

A) applicant must update: 

(1) the continuing data on page 1, and 

(2) the application data on page 1, 

with the current status of each of the referenced applications, e.g., -now abandoned--, 
or —now patent #?--, or -which is abandoned and now serial number #?— , etc. 

B) as required by 37 CFR § 1.84(p(5)) and 37 CFR § 1.121(e) the specification 
lacks an explicit reference to the nature of: 

(1) reference legend(s): 
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(a) 200 of fig. 2 in the paragraph at page 8, lines 3-19, "To 
facilitate understanding, FIG. 7 ... may also be provided to optimization 
engine 112."; 

(b) 212 & 216 of fig 2 in the paragraph between page 8, line 20, 
and page 9, line 8, "The financial model engine 108 ... 108 to 
optimization engine 112 (step 224) . " ; 

(c) the decision box entitled "CONTINUE OPTIMIZATION of 
fig. 2, note the paragraphs between page 8, line 3 and page 10, line 13, 
"To facilitate understanding, FIG. 7 ... so that a maximization of profit 
or another objective is achieved."; and 

(d) 600 of fig 0 in the paragraph between page 21, line 13, and 
page 22, line 12, "FIG. 6 is a flow chart ... process is continued until all 
rules are feasible."; and 

(2) how the program proceeds after box(es): 

(a) how the flow chart of fig. 2 proceeds in the inquiry of the 
decision box entitled "CONTINUE OPTIMIZATION of fig. 2 is either 
"YES" or "NO", note the paragraphs between page 8, line 3 and page 
10, line 13, "To facilitate understanding, FIG. 7 ... so that a 
maximization of profit or another objective is achieved.";; 
In this regard, it is noted that merely mentioning a number with out mentioning the 
device or operation of the step relies on the drawing to provide support for the 
disclosure and not to aid in the understanding of the invention, as is the purpose of the 
drawings (37 CFR § 1.81(a,b)). 
Appropriate correction is required. 

5. The specification and drawings have not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is requested in 
correcting any errors of which applicant may become aware in the specification or drawings. 
Applicant should note the requirements of 37 CFR § 1.74, § 1.75, § 1.84(o,p(5)), § 1.121(a)- 
1.121(f) &§ 1.121(h)-!. 121(i). 
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6. 35 U.S.C. § 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter or any new and useful improvement thereof, 
may obtain a patent therefore, subject to the conditions and requirements of this title". 

6.1 Claims 1-13 are rejected under 35 U.S.C. § 101 because the invention as claimed is 

directed to non-statutory subject matter. 

6.1.1 The instant claims recite a system/device, (claims 1-13), which has a practical 
application in the technological arts, and which does not merely define either a computer 
program, a data structure, non-functional descriptive material, (i.e. mere data) or a natural 
phenomenon. Hence, the instant claims merely define device that contains a series of steps 
that could be but are not necessarily to be performed on a computer. 

6.1.2 It is further noted that applicant has not recited a specific machine since the operations 
recited in the claim are merely to illustrate the operations of the instant invention since these 
operations are not in fact implemented by a processor/computer. Hence, applicant envisions 
the invention as recited in claims 1-13 as a disembodied storage device, i.e. memory, that 
stores a computer program as a non-functional data structure. Such a disembodied storage 
device is not a specific machine because: 

A) it is not associated with a computer in such a way as to cause the computer to 
operate in a specific manner, (note In re Beauregard 35 USPQ2d 1383 (CAFC 1995) 
and the associated claims of U.S. Patent 5,710,578); and 

B) a memory alone can not perform the functions recited within the claims. 
Therefore, the recited disembodied storage device, which itself can not perform the functions 
recited within the claims as the invention, is inoperative and lacks utility for the purpose of the 
invention. 

6.1.3 In view of the above, the invention recited in claims 1-13, merely describes an abstract 
idea of a disembodied storage device, i.e. memory, that stores a computer program as a non- 
functional data structure, since a disembodied storage device by itself can not produce a 
concrete and tangible result by performing the functions recited within the claims as the 
invention ( State Street Bank & Trust Co. v. Signature Financial Group Inc. 47 USPQ2d 1596 
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(CAFC 1998)). Hence, claims 1-13 do not have a claimed practical application, since the 
disembodied storage device is inoperative and therefore lacks utility for the purpose of the 
invention. 

6.1.4 Nonfunctional descriptive material cannot render nonobvious an invention that would 
have otherwise been obvious. Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983) (when descriptive material is not functionally related to the substrate, the 
descriptive material will not distinguish the invention from the prior art in terms of 
patentability). Common situations involving nonfunctional descriptive material are: 

- a computer that differs from the prior art solely with respect to nonfunctional 
descriptive material that cannot alter how the machine functions (i.e., the descriptive 
material does not reconfigure the computer), or 

- a process that differs from the prior art only with respect to nonfunctional 
descriptive material that cannot alter how the process steps are to be performed to 
achieve the utility of the invention. 

6.1.5 Hence, claims 1-13 are directed to non-statutory subject matter. 

7. The following is an Examiner's Statement of Reasons for Allowance over the prior art: 

A) the prior art, for example, either: 

(1) Yeoman, which discloses that the optimum price from a group of 
items may be less that the initial market price of the group of items. 

(2) Ouimet et al (WO 98/53415), which discloses that the profit for one 
or more items is a combination of prices and the psychological effect of 
promotion on demand models. 

(3) Fernandez et al (6,052,686), which discloses the initial values of 
subsets of a group affect the results when determining the optimum or lowest 
costs for the group. 

(4) Stevens (6,173,345), which discloses that a group may be optimized 
by examining subsets of the group. 

B) however, the prior art does not teach or suggest: 
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(1) in regard to claims 1, 14 & 21-23, a method of optimizing the price 
of group of items by initializing the price of all of the items in the group and 
then optimizing the price of a selected subset of the entire group of items while 
maintaining the initial prices of the items of the group not contained in the 
selected subset of items. Claims 2-13 & 16-20 are allowable for the same 
reason. 

(2) in regard to claim 24, a method of optimizing the price of group of 
items by initializing the price of all of the items in the group, optimizing the 
entire group of items and then optimizing the price of a selected subset of the 
entire group of items while maintaining the optimized prices of the items of the 
group not contained in the selected subset of items. 



8. The shorten statutory period of response is set to expire 3 (three) months from the 
mailing date of this Office action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edward Cosimano whose telephone number is (703) 305-9783. 
The examiner can normally be reached Monday through Thursday from 7:30am to 6:00pm. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, John 
Weiss, can be reached on (703)-308-2702. Any inquiry of a general nature or relating to the 
status of this application should be directed to the Group receptionist whose telephone number 
is (703) 308-1113. 

9.1 The fax phone number for UNOFFICIAL/DRAFT FAXES is (703) 746-7240. 

9.2 The fax phone number for OFFICIAL FAXES is (703) 305-7687. 

9.3 The fax phone number for AFTER FINAL FAXES is (703) 308-3691 . 
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Edward R. Cosimano 
Primary Examiner A.U. 3629 



